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POLICY UPDATES 
Parliamentary Standing Committee on 
Commerce reviews the IPR regime in India  
In 2016, the Government of India released the 
National IPR Policy to stimulate a dynamic, vibrant, 

and balanced IPR system in India, foster creativity 
and innovation and promote entrepreneurship. In 
2020, a Parliamentary Standing Committee on 
Commerce (“Committee”) undertook review and 
evaluation of the progress achieved by the policy in 
strengthening the IPR regime in India. The 
Committee also undertook to identify gaps in 
corrective measures required and the way forward. 
Over several meetings, the Committee heard various 
stakeholders including the Department for 
Promotion of Industry and Internal Trade 
(“DPIIT”), Department of Pharmaceuticals, 
Department of Agriculture Research and Education, 
Central Drugs Standard Control Organization, 
Confederation of Indian Industry (“CII”), and the 
Federation of Indian Chambers of Commerce and 
Industry (“FICCI”). The Committee published a 
report of its review in July 2021.    

 
Some key recommendations of the Committee to the 
Government are as follows: 

� Enact legislations for the protection of trade 
secrets; 

� Bring in a new law for curbing counterfeiting and 
piracy;  
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� Allow patent applicants to mark their products as 
“patent pending” to deter counterfeiting and 
infringement;  

� Assist in the establishment of IPR Cells in state 
police forces to build capacity for enforcement;  

� Increase co-ordination between the state police 
forces, CBI and Customs to effectively counter 
counterfeiting and piracy; 

� Craft a legislation on IP financing in tandem with 
banking regulations to provide a concrete 
framework and determine standards for the 
promotion and protection of IP backed 
financing, creation of security interests in IP, 
rights and obligations on IP financial transactions 
and statutory protections;  

� Develop a uniform system for the valuation of IP 
to allow for better evaluation of assets which 
would promote IP backed financing; 

� Study the feasibility of a utility model regime in 
India; 

� Create a dedicated agency to interface between 
academia and industry; 

� Study the feasibility to register traditional 
knowledge as GI if such traditional knowledge 
can be linked to a geographical location; 

� Set up a centralised agency to enforce compliance 
of GI tagged products to the stipulated GI 
standards; 

� Amend the Patents Act to: 
o allow the use of alternate dispute resolution 

mechanisms for resolving patent-related 
disputes; 

o allow patents for computer-related 
inventions if they involve the use of technical 
means or devices such as computers linking 
them to practical applications; 

o change the language of sec. 3(b) to only 
exclude from patentability those inventions 
that are barred by law to reduce the arbitrary 
decision making by the Controller; 

o allow for condonation of minor lapses and 
delays on petition and payment of fees; and 

o shorten the deadline for request for 
examination of patents from the current 48 
months from priority date or filing date 
(whichever is earlier); 

� Study the plausibility of granting patents on 
plants and seeds provided the Government is 
made a co-owner;  

� Review the feasibility of providing IP protection 
to works of inventorship and authorship by 
Artificial Intelligence;  

� Review the feasibility of including inventions 
based on traditional knowledge within the ambit 
of patents.  

� Examine whether imprisonment as penalty under 
Sec. 122(2) of the Patents Act for furnishing false 
information can be replaced with stiff monetary 
fines; 

� Amend the following provisions of the 
Copyright Act: 
o section 31D to be amended to bring OTT 

players under the statutory licensing regime 
governing TV and radio broadcasting; 

o section 52(1) to be amended to better balance 
the rights of copyright holders vis-a-vis users 
and prevent commercial exploitation without 
their consent; and 

o section 33(3A) to be amended to increase the 
renewal time of copyright societies from 5 to 
10 years. 

� Amend the Trade Marks Act to: 
o allow police officers below the rank of 

Deputy Superintendent of Police to take 
cognizance of an offense; 

o reduce the time for mandatory opinion of the 
Registrar from seven days to 48 hours; and 

o reduce the time for filing opposition from 4 
to 2 months. 
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� Tax the profits from patents at a lower rate and 
provide other tax incentives to promote research 
and development; 

� Build greater awareness of IPR by establishing 
IPR facilitation centres in Tier-I and Tier-II 
cities, and in remote areas;  

� Conduct training workshops for MSMEs, small 
tradesmen, and local artisans;  

� Assist MSMEs in obtaining IPR registration in 
foreign countries; 

� Formulate IPR courses in schools and colleges 
and conduct workshops and conferences; 

� Expedite the recruitment of examiners and 
controllers; 

� Enter into MoUs and establish patent 
prosecution highways with other countries so as 
to harmonise patent examination; and 

� Share information, data, and research that assists 
in speedier and accurate examination, and share 
knowledge, expertise, and best practices. 

 
It will be interesting to watch whether the 
Government will consider any of the above 
recommendations. While there has been a mixed 
reaction from experts to the Report, elaborate 
stakeholder consultation will perhaps hold the key to 
implementation.   

 
LEGISLATIVE UPDATES 

Patent (Amendment) Rules 2021 extend fee 
discounts to educational institutions 

The Patent (Amendment) Rules, 2021 became 
effective on September 21, 2021. The amendments 
offer up to 80% reduction in official fees to 
educational institutions (earlier categorized as, “large 
entities”), thus bringing them at par with individuals, 
start-ups, and small entities.  

“Educational institutions” are now defined in amended Rule 
2(ca) as, “a university established or incorporated by or under 

a Central Act, a Provincial Act, or a State Act, and includes 
any other educational institution as recognized by an authority 
designated by the Central Government or the State 
Government or the Union territories in this regard”.  

 

To claim the benefit of this category, an applicant 
must submit the prescribed Form 28 along with a 
document as evidence of eligibility under Rule 2(ca) 
each time a document is submitted which involves 
fees. However, if there is any change in ownership 
from the educational institution to a large entity, such 
large entity must pay the difference in fees.  

CASE LAW UPDATE 
PATENTSNTS 

Injunctive relief to agro company by Delhi High 
Court  

Sulphur Mills Limited vs. Dharamaj Crop Guard Limited 
and Anr, a suit before the Delhi High Court, was for 
patent infringement of an agricultural composition 
that converts Sulphur to its sulphate form, instantly 
available for uptake by the plants. The Court injuncted 
the defendants (“ ”) from manufacturing 
and/or selling any products which consist of the said 
agricultural composition that infringes the plaintiff’s 
(“Sulphur Mills”) patent (“suit patent”). 

Dharamraj, while not disputing the infringement 
claim, contended that the test at the interim stage is 
vulnerability of a patent; and that the validity of the 
patent was seriously disputed as many Sulphur-based 
fertilizers are already available in the market. Further, 
it argued that: 
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� The patented invention is anticipated, and lacks 
novelty and inventive step. The prior art 
document (D1) relied upon and repeatedly 
referred to before the Court during submissions 
is the patentee’s own application; 

� The amendments sought during the examination 
process of the patent in question establish its 
vulnerability;  

� Sulphur Mills has made admissions before the 
excise authorities that that the physical and 
chemical properties of raw Sulphur and the 
product of the suit patent are the same, which 
prove that the patent is invalid;  

� The specification does not fairly describe the 
invention and does not match with the finally 
granted claims; and  

� The invention is not patentable under Section 
3(d) of the Patents Act, 1970 (“the Patents Act”). 

On the issue of validity of the patent, the Court held 
that D1 teaches away from the suit patent. While D1 
encourages the use of larger particle size, the suit 
patent is opposite - it teaches use of smaller particle 
size to enable better absorption. The mere presence 
of standardized agents such as wetting agent, 
dispersing agent, filler and binding agent would not 
make the two compositions identical. This is because 
the nature of the composition, the loading of 
Sulphur, its utilization, etc., are different. The Court 
further held that D1 does not defeat the novelty of 
the suit patent due to the range of active ingredient 
being different. Upon analysis of the two patent 
specifications, the Court opined that the process 
disclosed in D1 relates to Sulphur of a lower 
concentration but with a bigger granule and particle 
size. The patented product of the suit patent, on the 
other hand, is a composition having a much higher 
Sulphur loading or concentration and, a surprisingly 
lower granule and particle size than what is taught 
and suggested in D1. Thus, D1 does not provide any 
motivation for a person skilled in the art to explore 
using a higher loading of Sulphur with lower granule 

and particle size. In this backdrop, the Court held 
that Dharamraj was unable to demonstrate any 
motivation, suggestion or teaching in D1 to arrive at 
the suit patent to show that the journey from D1 to 
the process of the suit patent was an obvious one. 
Thus, the Court held that the invention cannot be 
held as obvious.  

On the issue of Sulphur Mills’ alleged admissions 
before the Commissioner of Customs and Central 
Excise, the Court observed that the context in which 
the order was passed by the Commissioner of 
Customs and Central Excise was to consider whether 
the claimed process constituted ‘manufacture’ as 
defined under Section 2(f) of the Central Excise Act, 
1944. The Court further held that the test to 
determine whether a particular process constitutes 
‘manufacture’ under the Central Excise Act, 1944 is 
different from the tests to determine novelty and 
inventive step, under the Patents Act, 1970.  

The Court noted that the suit patent was granted 
after long drawn opposition proceedings by multiple 
parties. Further, that the products covered are a 
commercial success and Dharamraj did not challenge 
the claim of infringement.  Based on all of this, the 
Court found that a prima facie case for grant of an 
injunction was made by Sulphur Mills. Accordingly, 
an injunction was granted. 

Apixaban patent: Delhi High Court rules in 
favour of BMS  

In Bristol-Myers Squibb Ireland Unlimited Company vs 
Micro Labs Limited, Bristol- Myers Squibb Ireland 
Unlimited Company (“BMS”) was seeking injunctive 
relief against Micro Labs Limited (“Micro Labs”) for 
infringing its Indian patent (IN247381) covering 
Apixaban. The Delhi High Court not only injuncted 
Micro Labs from dealing with Apixaban, but also 
directed a recall of its infringing products from 
distributors, wholesalers etc. 
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BMS contended that, in June 2021, Micro Labs had 
filed a petition for revocation of the suit patent under 
Section 64(1) of the Patents Act. Even though BMS’ 
patent was active, in its petition, Micro Labs had 
admitted their intention to launch generic Apixaban 
in June 2021.  

BMS further contended that an independent 
investigation revealed various listings of Micro Labs’ 
generic Apixaban product (2.5 mg and 5 mg tablets) 
under the probable brand name 'APIVAS' on various 
third-party websites. BMS also submitted that Micro 
Labs had also applied for registration of the 
trademark 'APIVAS' in Class 5 on a 'proposed to be 
used' basis before the Indian Trademarks Registry, 
which made its intent to infringe the patent very 
clear. BMS also relied upon various injunctive orders 
passed by a Coordinate Bench of the Court in earlier 
suits filed by BMS, whereby the suit patent was 
protected from infringement.  

Micro Labs on the other hand, contended that the 
orders of the Coordinate Bench, relied upon by BMS, 
were not binding on the Court. It argued that BMS 
was claiming that Apixaban was covered by two 
patents, namely, IN243917 (the Markush patent 
which had expired) and the suit patent and such an 
approach was contrary to law.  

During the hearing, the Court considered various 
injunctive orders passed by the Coordinate Bench of 
the Court in relation to BMS’ patents on Apixaban 
and restrained Micro Labs from dealing with the 
drug. It made the following observations: 

� The Coordinate Bench had issued six different 
orders giving detailed reasons for granting ex-
parte injunction in favour of BMS; 

� The appeals before an appellate Bench of the 
Court are still pending and these orders have not 
been stayed; and 

� In suits filed for infringement of the same patent 
by the same plaintiff, different courts cannot pass 

different orders based on somewhat identical 
submissions raised by defendants as such a step 
would not be in the interest of justice. 

Dapagliflozin patent infringement: Delhi High 
Court denies injunction to Astrazeneca 

Astrazeneca AB’s (“Astrazenca”) appeal (Astrazeneca 
AB & Anr VS. Intas Pharmaceuticals Ltd) against the 
order of a Single Judge of the Delhi High Court was 
rejected by a Division Bench (DB) along with costs 
of INR 500,000 (~USD6700) to be paid to the 
defendants. The Single Judge had rejected an interim 
injunction against infringement of its patented drug 
“Dapagliflozin” [covered by Indian patents 
IN235625 (species patent) and IN205147 (genus 
patent)]. 

The appeal was disposed of in a single judgment 
combining other appeals against orders of Single 
Judges in Astrazeneca’s suits against various 
defendants (“defendants”) for infringement of 
Dapagliflozin.  

The Single Judge in this case had ruled that no 
injunction could be granted before the validity of the 
patent was decided in trial. While the genus patent 
expired in October 2020, the species patent is valid 
until May 2023. 

Before the DB, Astrazeneca contended that the 
genus patent disclosed a “Markush” structure which 
merely “covered” Dapagliflozin but did not 
specifically “disclose” it.  

The defendants argued that: 

� the genus patent had already expired in October 
2020 and enforcement of Dapagliflozin through 
the species patent was simply an attempt to 
evergreen the molecule; 

� there was no prima facie case for grant of 
injunction as there existed a credible challenge to 
the validity of species patent;  
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� Astrazeneca did not disclose the information in 
relation to terminal disclaimer submitted before 
the USPTO in relation to the corresponding US 
species patent;  

� it had agreed to the term of US species patent to 
end on the same day as that of US genus patent; 
and 

� hence, Astrazeneca had failed to comply with the 
provisions of Section 8(2) of the Patents Act, 
1970. 

Upon hearing both sides, the DB refused interim 
injunction to Astrazeneca, upheld the Orders of the 
Single Judges and held that: 

� a pharmaceutical product covered by a claim of a 
"genus" patent cannot be claimed again in a 
“species" patent since that would amount to 
securing two patents over the same product 
without proof of any additional efficacy; 

� a single formulation such as Dapagliflozin, could 
not be protected under two separate patents 
having separate validity period, when no 
enhancement of efficacy could be shown; and 

� since Astrazeneca agreed for terminal disclaimer 
before the USPTO agreeing to end the validity 
period of the US patent on the same day as the 
validity period of the US patent equivalent to the 
Indian genus patent, it is not entitled to claim 
different periods of validity of the two patents in 
India. 

Delhi High Court permits export of patented 
Sitagliptin for R&D 

In Merck Sharp and Dohme Corporation vs SMS 
Pharmaceuticals Limited before the Delhi High Court, 
Merck Sharp and Dohme Corporation (“Merck”) 
sought injunctive relief against infringement of its 
Indian Patent (IN209816) for Sitagliptin. The Court 
refused injunction to Merck on the ground that the 
defendant, SMS Pharmaceuticals’ (“SMS”) activities 
fell within the scope of Section 107A of the Patents 

Act allowing it to export the active pharmaceutical 
ingredient (API) of Sitagliptin.  

Merck contended that it had become aware that SMS 
was indulging in commercial use of Sitagliptin by 
providing Sitagliptin Hydrochloride, the API for sale 
in the domestic market with plans to continue this 
activity. SMS argued that it was supplying the API 
only for research and development with due approval 
from the Indian Drug Control Authorities. Hence, 
every sale was non-commercial and was duly 
approved by the regulator. SMS also contended that 
even the exports to countries such as Spain, 
Switzerland, Cyprus and U.K were only for 
testing/research/development purposes, thereby 
bringing this under the exception to infringement 
provided under Section 107A of the Patents Act. 

Upon hearing both parties, the Delhi High Court 
allowed SMS to export Sitagliptin’s API and held that 
the activities fell within the exceptions under Section 
107A. The Court, however, ordered SMS to submit 
an affidavit before it prior to any future export 
detailing the quantities of Sitagliptin/Sitagliptin 
Hydrochloride with an undertaking that the exports 
were intended only for the purposes of research and 
development by the foreign buyers. The Court also 
directed that on receipt of the consignments by 
foreign buyers, the said buyers were also to tender, to 
SMS, formal undertakings, agreeing to use the 
imported product only for research and development 
purposes. 
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Broad claims blocking further research: Delhi 
High Court revokes patent in infringement suit 

In TenXc Wireless Inc., and TenXC Wireless India Private 
Limited vs Mobi Antenna Technologies (Shenzhen) Co. Ltd., 
the Delhi High Court noted that in a patent 
infringement suit, when a revocation plea is raised, 
specific issues regarding each ground of revocation 
ought to be framed.  

TenXc Wireless Inc., and TenXC Wireless India 
Private Limited (“TenXc”) were seeking injunctive 
relief against Mobi Antenna Technologies 
(Schenzen) Co. Ltd. (“Mobi”), for infringement of its 
registered Indian Patent No. 240893 entitled, 
“Asymmetrical Beams for Spectrum Efficiency”.  
Mobi filed a counterclaim challenging the validity of 
the patent on various grounds under Section 64 of 
the Patents Act. These grounds were that claims did 
not satisfy the criteria of an invention, lack novelty 
and are obvious and non-inventive.  

In its response to the counter claim, TenXc contended 
that the invention is valid as it provides a technical 
advance over the existing knowledge. Further, TenXc 
contended that it has economic significance as it 
increases a cellular network’s subscriber capacity more 
efficiently than earlier solutions.  

Mobi argued that the complete specification of the 
patent does not sufficiently and fairly describe the 
invention and the method by which it is to be 
performed. TenXc objected to this argument as Mobi 
had not taken this as a ground while framing the 
revocation. 

 

Hearing both parties, the Court acknowledged that 
Mobi did not specifically mention this as a ground. 
While the Court agreed that Mobi did not specifically 
take this ground, it observed that merely because a 
legal provision is not specifically included, pleadings 
must not be read in parts.  

Revoking TenXc’s patent, the Court noted that the 
patent covered a method of replacing a sector 
antenna with the sub-sector antenna generating 
plurality of asymmetrical beams. It did not provide 
any specifications for the sub-sector antenna or any 
shape or size of the asymmetrical beam, if the area 
covered by the replaced antenna is substantially 
covered. The Court observed that any method to 
achieve subscriber capacity is bound to use 
antennas/split-sector antennas and/or combination 
thereof. Hence, the scope of the claimed method 
without specifying the particulars of the antennas to 
be used and/or of the beams to be generated 
therefrom, remains vague and broad, permitting 
TenXc to claim infringement against any method of 
increasing subscriber capacity using antennas/split-
sector antennas emitting beams.  This would result in 
conferring monopoly to TenXc and enable it to stand 
in the way of further research in the field of 
increasing subscriber capacity. 

The order is currently under appeal by TenXc.  

  TRADEMARKSTRADEMARKS 

SONY may be well-known, but delay in taking 
action can cost an injunction 

In Sony Corporation v. K. Selvamurthy, Sony Corporation 
(“Sony Japan”) sued a local defendant, Sony Tours 
and Travels (“Sony Tours”), for unauthorized use of 
Sony Japan’s well-known trade mark, ‘SONY’. While 
Sony Japan is a conglomerate with an electronic 
goods business in 193 countries under its well-known 
mark SONY, Sony Tours is a 27-year-old tiny travel 
business in the city of Bangalore.   
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Sony Japan had become aware of Sony Tours in 2002 
and issued its first legal notice against Sony Tours in 
the same year.  However, the suit in question was 
filed only in 2018, after a delay of 16 years and several 
follow up notices to the first notice.  In the suit, Sony 
Japan relied on, among others, its listing as a well-
known mark in the Indian Trade Marks Register, 
evidence pertaining to its global business, 
enforcement orders from Indian courts, sales and 
promotional figures and a registration for the mark 
SONY in class 39 in respect of services relating to 
transport, packaging and storage of goods.   

Though there was some initial delay, Sony Tours filed 
its defense.  Among others, it argued that: 

� ‘Sony’ is the nickname of its proprietor’s wife; 

� the name has a meaning in certain languages in 
India; 

� it is a small travel business being operated for the 
last 27 years with a handful of cars; 

� there is considerable delay in filing the suit 

� its adoption of the name SONY was in good 
faith; and  

� unlike Sony Japan, a conglomerate, it is a very 
small business.   

Neither the size and extent of business of Sony 
Japan, nor its well-known mark claim swayed the 
Court while refusing an injunction against Sony 
Tours. The Court’s reasoning is as follows: 

� By issuing the notice in 2002 Sony Japan had set 
the law into motion; repeated issuance of notices 
for a period of 16 years will not stop the time 
which began running in 2002;  

� There cannot be any confusion between the 
respective businesses as no ordinary man would 

link the electronic goods of Sony Japan to the 
travel business of Sony Tours;  

� Sony Japan’s silence through these 16 years 
establishes that there was no irreparable injury 
caused to it from the usage of the SONY mark 
by Sony Tours;  

� Sony Japan failed to establish that Sony Tours 
adopted the mark SONY to take unfair 
advantage of Sony Japan’s mark; and  

� The use of ‘SONY’ by Sony tours and travels for 
its travel business would not be detrimental to the 
reputation of Sony Japan’s trade mark.  

Unless it is overturned in an appeal, this order is an 
eye-opener for well-known mark holders that they 
should not sit on their laurels or registrations while 
strategizing the protection of trademarks. Most 
importantly, steer clear of delays once a legal action is 
set in motion. 

Division Bench of Bombay High Court 
reinforces rules on deceptive similarity 

The issue before a Division Bench (“DB”) of the 
Bombay High Court in an appeal (Meher Distilleries Pvt. 
Ltd vs Sg Worldwide Inc.) by the original plaintiff, Meher 
Distilleries Pvt. Ltd, (“Meher”), was whether the mark 
RAMPUR ASAVA owned by one of the defendants, 
Radico Khaitan Ltd (“Radico”), was deceptively 
similar to its mark, THE ASWA.  

 

ASAVA, a transliteration from the Sanskrit language, 
suggests the manner of maturing a whisky.  The Single 
Judge (SJ), whose order was challenged before the DB, 
had rejected Meher’s interim application on a finding 
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that the respective marks are not visually, phonetically 
or structurally similar. In arriving at this finding, the SJ 
minutely examined the respective marks and noted 
that while THE ASWA is bi-syllabic, ASAVA is 
carefully rendered with a diacritical mark over the 'A' -
- ? -- to indicate the AH sound to emphasise the 
middle of three syllables: ahs-AH-VA. It was further 
held by the SJ that Radico is not using ASAVA as a 
trademark due to its meaning; this was further 
supported by noting that the mark consists of the 
words 'RAMPUR" and "ASAVA" and that RAMPUR 
is more prominent in the packaging. Additionally, the 
SJ found that Meher suppressed the fact of its 
application to register the mark 'ASAVA' and that this 
was an admission of dissimilarity of 'ASWA' and 
'ASAVA ' besides being an estoppel from arguing the 
contrary.   

The DB found that the SJ’s order was arrived at by 
applying incorrect tests and that there was no analysis 
of facts various critical areas. The DB’s findings are 
summarized below: 

� The order failed to consider that the house mark 
(RAMPUR) and product mark or sub-brand 
(ASAVA) have their independent use and has 
proceeded on the premise that ASAVA is not 
used as a trademark. The order has no reasoning 
as to why ASAVA cannot be considered as a 
trademark by itself; 

� The test for determining similarity of marks 
would be how an average consumer would 
pronounce the word, and how a person having 
imperfect recollection would perceive them. 
Each dialect will result in different 
pronunciations and what needs to be looked at is 
the overall phonetical similarity. A microscopic 
analysis of the respective marks, as the Single 
Judge did, is not permissible. While arriving at the 
conclusion that there is no similarity between the 
respective marks, the SJ missed applying the well-
settled tests;  

� The absolute proposition that, even though a 
mark constitutes a trademark under the statute, if 
it is used with a house mark, it would not infringe 
a registered trademark cannot be accepted. If 
done so, almost every registered trademark in 
premium consumer products would be 
vulnerable. It is, therefore, not a correct 
proposition in law that the use of house marks 
would in such products obviate the likelihood of 
confusion;  

� As regards the meaning of ASĀVA in the 
Sanskrit language, the test to be applied for 
determining whether it could be taken as a 
description of a process or quality is that it ought 
to have been in a language that the average 
consumer understands;  

� There cannot be an absolute proposition as to the 
likelihood of confusion irrespective of the 
circumstances of each case. It cannot, therefore, 
be said that the purchasers of single malt whiskies 
are always discerning and there cannot be any 
likelihood of confusion; and 

� The finding that a plaintiff who applies for 
registration of the defendant’s mark is estopped 
from arguing similarity of the respective marks 
amounts to alternating the opposite concepts 
without referring to any legal or statutory 
principle and lacked reasons. 

Can a registered trademark owner claim 
monopoly for a mark for goods never sold under 
the mark? 

In Hatsun Agro Product Ltd v. M/s Sri Ganapathy Dairy, 
the claim of the plaintiff, Hatsun Agro Product Ltd 
(Hatsun) was that its trademark ARUN in class 29, 
claimed to be well-known, was being infringed by the 
defendant, Sri Ganapathy Dairy (Ganapathy).  

Ganapathy adopted its mark ARUN, by taking the 
first four letters of a senior family member’s name in 
1989 and claimed vested prior rights. Ganapathy’s 
mark had the image of a cow and a mountain 
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background unlike Hatsun’s word mark ARUN, 
which is predominantly used for ice creams. 
Ganapathy argued that, while Hatsun obtained a 
registration for ARUN in class 29 for the broad 
specification, ‘milk and milk products’, it never sold 
ghee under that mark; as such, it should not 
be permitted to enjoy monopoly for all goods under 
class 29.   

Hatsun had also admitted during trial that its ghee is 
sold under the mark HATSUN, and not 
ARUN.  Considering Hatsun’s admission coupled 
with Ganapathy’s honest adoption and prior use, the 
Court ruled in favour of Ganapathy and refused to 
interfere with its use. It held that solely by virtue of its 
registration, Hatsun cannot claim monopoly over the 
mark with respect to goods for which the mark has 
not been used.  

Karnataka High Court lays down the rules of 
comparison of packaging ‘get-up’  

The Karnataka High Court in ITC Ltd versus CG Foods 
India Private Limited laid down certain important rules 
for consideration in a passing-off action involving 
comparison of ‘get-up’ of respective labels of the 
parties.  The case involved packaging of instant 
noodles by the plaintiff, ITC Ltd (“ITC”) and the 
defendant CG foods India Private Limited (“CGF”). 
The respective packaging of the parties is below.  

                  

 

Both had a colour combination of orange and red and 
the image of cooked noodles. When the commercial 
division of the City Civil Court Bangalore denied ITC 
an injunction, it appealed before the Karnataka High 
Court. While ITC‘s brand for its noodles is SUN 
FEAST YIPPEE, CGF brand is WAI WAI 
EXPRESS NOODLES MAZEDAR MASALA. A 
predominant argument of ITC was that the overall 
appearance of CGF wrapper is deceptively similar to 
ITC’s and that it is the overall appearance of its 
wrapper that is distinctive of its goods. Interestingly, 
in another case before the Madras High Court against 
another defendant, who adopted the words 
“MAGICAL MASALA”, ITC had argued that it was 
the word MAGIC masala that was the most distinctive 
feature of the packaging.  In light of this brief 
background, the question before the Court was what 
would make a particular feature or aspect 'distinctive' 
in law, for the purpose of a passing-off action. The 
Court’s enquiry led to the conclusion that, from the 
perception of the hypothetical purchaser, even after 
making allowance for imperfect recollection, the point 
of reference for purchasing ITC’s goods is primarily 
the brand ‘Sunfeast Yippee’, or the mark, ‘Yippee’ or 
the phrase 'Yippee Magic Masala'. While dismissing 
ITC’s appeal, the Court laid down the following 
principles to be applied for an enquiry for a passing-
off action in get-up cases. 

� Get up, a reference to the whole visible external 
appearance of the goods in the form in which it 
is presented to the world at large, for public 
consumption, would be composed of a variety of 
marks such as device, logo, symbol, emoji, 
signature, colour combinations, verbal 
expressions etc.; 

� Since the human eye is not an accurate recorder 
of visual detail, and marks are remembered by 
general impressions or significant details, a court 
must not take interest in every aspect; 

� Similarity in essential features is what amounts to 
misrepresentation as it deceives or is likely to 
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deceive a buyer to buy a different product than 
what he wanted to. Similarity in unessential 
features, howsoever strong, has no strength to 
deceive;  

� The law of passing-off is interested to protect a 
plaintiff only against 'material misrepresentation' 
of his goods; misrepresentation rests in innocent 
or intentional adoption of the essential features 
of a plaintiff's packaging; 

� To determine whether a defendant is liable for 
material misrepresentation of a plaintiff’s goods, 
two questions arise, namely, what makes a 
plaintiff’s mark distinctive and whether there is 
deceptive similarity with such distinctive features;  

� To ascertain what makes a plaintiff’s mark 
distinctive, it needs to be examined as to what are 
the features by which the public distinguishes 
plaintiff’s goods from other competitors. During 
this inquiry, it is important to remember the fine 
distinction between 'distinctiveness' in law' and 
'distinctiveness' in the everyday sense. 
Distinctiveness in law refers to those 
distinguishing features which perform the 
function of a trade mark, namely, source 
identification; 

� Essential features of the get-up are those which 
the consuming public attaches importance to, as 
these enable them to identify the source of the 
goods and the court must study the extent of 
distinctiveness among such essential features in a 
relative sense.  While a descriptive term may be 
sufficiently distinctive to be protected against idle 
copying, due to lack of arbitrariness, it may still 
not enjoy wide protection. On the other hand, in 
respect of a wholly arbitrary mark, adoption of a 
mark by a defendant which incorporates the 
same predominant idea, though differently 
expressed, may be sufficient to cause deception; 

� The court must next inquire if the defendant has 

adopted the essential features of the plaintiff’s 

mark to such an extent that it would lead persons 

of average intelligence, in that class of the public, 

into buying the goods of the defendant as and for 

that of the plaintiff’s. This may be described as 

the test of 'deceptive similarity'.  

� In any test of deceptive similarity, the court must 
first construct the hypothetical purchaser, a 
representative of the consumers of the goods or 
services in question created by the court. A 
hypothetical purchaser must be assumed to be 
aware of what makes a plaintiff’s product 
distinctive in the market and to expect that the 
plaintiff would not be the only person who would 
be supplying such goods or services.  

� The usual manner in which ordinary people 
behave must be the test of what confusion or 
deception may be expected. If, the court, with the 
eyes of the hypothetical purchaser, and having 
regard to the rules governing comparison of 
marks, finds that there is even a likelihood of 
deception, the test of deceptive similarity is 
satisfied.  

� In passing off actions based on get up cases, a 
plaintiff must show that deception is likely even 
in the absence of its own brand name on the 
defendant's goods. The whole get-up of the 
plaintiff's goods must be compared to the overall 
get-up of the defendant's goods, including 
aspects not contained in the plaintiff's get-up. 

COPYRIGHT 

Viacom obtains blanket injunction ahead of LA 
Liga 2021 

On August 9, 2021, Viacom18 Media Pvt Ltd 

(“Viacom”), an entertainment and TV media 

mammoth, sued a total of 137 defendants 

(defendants) before the Delhi High Court (Viacom18 

Media Private Limited vs WWW.Oreo-Tv.Com and Ors.) 

claiming violation of its broadcasting rights. The suit 

sought to restrain the defendants from infringing  
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Viacom’s broadcasting rights in the La Liga 2021, a 

Spanish football premier, which began on August 13, 

2021.  La Liga 2021 will end on May 22, 2022. Of the 

137 defendants, there were 32 websites, allegedly 

engaged in the business of uploading pirated and 

unlicensed content, 24 multi system operators and 

local cable operators and 81 internet service providers. 

The Court restrained the defendants from 

broadcasting, communicating, telecasting or making 

available any match, footage, clip, audio-video, audio 

only and / or any part of the La Liga 2021 broadcast.  

This included live score updates, play-by play, textual 

and audio-only commentary, through any website, 

among others.  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 


